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SUBMISSION TO EYATVravaTrp 

through * 6 A T '"T^^ te o™™** ^slow in allowing the Applicants 

C ° W,th ab ° Ve - identified on August 13, 2003. It is the 

understanCng of the undersigned that Examiner Koslow will prepare, for th e record, a summary 
of the mterv.w. IfHu. is incorrect, and the undersigned * expected to provide or s 

Koslow^ ^ int6rVieW ° f AUSUSt 13> 2m Underei ' 8ned ' ^ Coons > - d Examiner 
2003 ,„ ^ app^. Propflsed daims ^ provjded ^ ^ 

this application is a re ssur h 



re . , At * e 7f ^ - de ^ ««» Mr. Coons suggest a way of removing all prior art 
rejects. It „ beloved that those proposals were well-received and, if followed ty a 
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Serial JNo. 10/044,801 2 

Confirmation No.: 4734 * Art Unit: 1755 

corr« S pondiag response including the claim amendments attached, should result in withdrawal 
or all art rejections. 

* ^ ^r* 011 ° f ChkRS mdei 35 U S - C - §251 < n ~P te "'> ™» «ho di-cuacd in 
toe context of the case law cited by the Examiner (In^Cle mm 131 F.3d 1464, 45 USPQ 2d 

U6l(Fed. Cir. 1997); Ball Corp. v. UmtedStates 729 F.2d 1429, 221 USPQ 289 (Fed Cir 

Zt ^ J42 F.3d 1472, 46 USPQ 2d 1641 (Fed. Cir. 

1998)), as well as MPEP § 14 12.02, relevant to recapture. 

The undersigned and Mr. Coons presented an analysis of the existing case law and 
correspond^ treatment of the issue at MPEP §14 12.02, and applied this analysis both to the 
pending claims and to the claims as proposed for amendment. The Applicants' position in this 
regard appears also to have been well-received by Examiner Koslow. Examiner Koslow 
req uested that the Applicants submit a written summary of their position for her benefit in 
considering the issue internally within the Patent Office. This submission comprises that 
summary. It is not intended to be a response to the outstanding Final Office Action, but is 
intended to be made of record as part of the file history of this application in accordance with 
Patent Office rules that facilitate accessibility, to the public, of the subject matter of all 
communication between the Patent Office and applicants for patents. 

The decision p at hway regarding reissue ap plet;™ ,, specifically reg a rding recants 

In the analysis discussed below, an important distinction exists between whether reissue 
claims must be compared to claims issued m the original patent from which the reissue derives 
(hereinafter, "original patent claims"), or to claims of the original application, later cancelled or 
amended to obtain the original patent (hereinafter, "pre-amendment application claims"- 
generally referred to in the case law and MPEP as "cancelled", "amended" ,or "original" 
claims). For this discussion concerning pre-amendment application claims, it is noted that the 
case law equates an original claim that is amended during prosecution for allowance, with a 
canceled claim replaced by a substitute claim of different scope for allowance In the 
apphcation resulting in the original patent here, claims were not cancelled and replaced. Rather 
independent composition claims 1 and II were amended substantively during prosecution ' 
^nendmentofJu„e21, 1999). These were the only claims that were substantively amended 
Thus, Chums 1 and 11, as filed in the original application, constitute the only "pre-amendment 
application claims." 

The first step in analysis of a claim applied for in a reissue application is whether or not 

^T^-^ Ifthe reissue claim is 

broader, then the rcssue application must be filed within two year, of the issue date of the 
patent, and a basis for error in not pursuing the broader claim in the original patent must exist 
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Serial JNo. 10/044,801 * 

Confirmation No.: 4734 An Unit: 1755 

fulZ^i T aCC ° mplished - °- ° f - St conunonly asserted "errors" in 

support of a broadenmg reissue is the failure to appreciate the full scope of the invention 

*e prosecute 0 f the ori^na! patent action tffafc , 42 F.3d at M79-80) Tilt th 71 

^Z^ZT ^'T"*-'** 1 ^-threepossible.cenariosinthi, 
analysis. A convenient summary is provided in In re Clem*** - 

* £2?,?*? ? ta ? 35 bf0ad 88 0r broader *™ «* canceled or amended claim 
m all aspects, then the recapture rule bars the claim. amended claim 

r«f • if the a* m m ta, witt, (b)i „„„ ^ 

The rate lengthy and oomplex analysis wit regard to scenario (c) above no . 

** — — «*-■« were in sonte wayT^^ 
seenano (c) In „ was dMefm .„ ed „,„ ^ ^ J J* 
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Serial .No. 10/044,801 4 

Confirmation No.: 4734 Art Unit: 1755 

Applicant,- ctajm, nn- -Moved frnn , lcaam m ^ h „, y ^ ,. T| . ,„ 

*» 581 (to other ^ ltl(tepen(tal c|atas ^ to ^ ^ ^ ^ " 

is narrower in all aspects than either of claims I n , 1 1 a • , 

composition claims 1 and 11 w^^^i, , " 

11 vere me 0"ly claims that were substantivelv ametirffiH Hn«„» + »,~ 
prosecution leading to the original patent g ^ 

helpful, the Exammer „ kindly invited to contact the undersigned at (517.573.7851. 

Respectfully submitted 




Wmothy J, OyeA Reg. Nc736\62T 
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